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DETAILED ACTION 

1 . This Office Action is in response to the preliminary amendment filed October 24, 
2003. 

2. The instant application having Application No. 1 0/691 ,639 has a total of 1 1 
claims pending in the application; there is 1 independent claim and 10 dependent 
claims, all of which are ready for examination by the examiner. 

I. INFORMATION CONCERNING OATH/DECLARATION 

3. The applicant's oath/declaration has been reviewed by the examiner and is found 
to conform to the requirements prescribed in 37 C.F.R. ' 1.63. 

II. STATUS OF CLAIM FOR PRIORITY IN THE APPLICATION 

4. As required by M.P.E.P. ' 201 .14(c), acknowledgment is made of applicant's 
claim for priority based on an application filed in July 22, 2003. 



III. INFORMATION CONCERNING DRAWINGS 

5. The applicant's drawings submitted October 24, 2003 are acceptable for 
examination purposes. 
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V. OBJECTIONS TO THE APPLICATION 

Title 

6. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. The following title is 
suggested: USB TO COMPACT MEMORY CARD CONVERSION CONTROLLER. 

Abstract 

7. The abstract of the disclosure is objected to because it contains idiomatic 
English. Correction is required. See MPEP § 608.01(b). 

Specification 

8. A substitute specification in proper idiomatic English and in compliance with 37 
CFR 1.52(a) and (b) is required. The substitute specification must be accompanied by 
a statement that it contains no new matter. 

9. The specification is additionally objected to because of the following: 

a. It contains a copy of the abstract on lines 5-1 5 of page 1 . 

b. It contains a duplicate copy of a portion of the brief description of figures 
on line 17 of page 1 through line 1 of page 2. 

Appropriate correction is required. 

VI. REJECTIONS NOT BASED ON PRIOR ART 

Claim Rejections - 35 USC '112- Idiomatic English 

10. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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11. Claims 1-11 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The claims are generally narrative and indefinite, 
failing to conform with current U.S. practice. They appear to be a literal translation into 
English from a foreign document and are replete with grammatical and idiomatic errors. 
The applicant is required to submit substitute claims. 

Claim Rejections - 35 USC '112- Trademarks in Claim Language 

12. Claims 7-8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

1 3. Claim 7 contains the trademark/trade name "CF card" on line 4 of the claim. 
Where a trademark or trade name is used in a claim as a limitation to identify or 
describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. 112, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 
trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
name is used to identify/describe specific implementations of small memory card 
interfaces and, accordingly, the identification/description is indefinite. 



Application/Control Number: 1 0/691 ,639 Page 5 

Art Unit: 2185 

14. Claim 8 contains the trademark/trade names "CF card", "SD card", "MMC card" 
and "MS card" on line 3 of the claim. The trademark/trade name is used to 
identify/describe specific implementations of small memory card interfaces and, 
accordingly, the identification/description is indefinite. 



Claim Rejections - 35 USC '112- Indefinite Language 

15. Claims 7-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

16. As per Claim 7 , it is unclear what the Applicant intends the phrasing "maybe" on 
line 3 of the claim to mean. For the purposes of further examination, the Examiner will 
interpret lines 2-3 of the claim as reading "wherein the conversion controller is in-build". 

1 7. As per Claim 8 . it is unclear what the Applicant intends the phrasing "may be" on 
line 3 of the claim to mean. For the purposes of further examination, the Examiner will 
interpret lines 2-3 of the claim as reading "wherein the similar memory card is CF card, 
SD card, MMC card, MS card or small memory card with controller". 

1 8. As per Claim 9 . it is unclear whether the limitation claims that the USB interface 
is built-in, the USB interface is a cable that is built in, that the USB interface accepts a 
USB cable, or another concept entirely. It is additionally unclear whether the applicant 
intends the phrasing "USB style" to include only USB interfaces. For the purposes of 
further examination, the Examiner will interpret the claim as reading "wherein the USB 
interface of similar memory card is built-in and connects with USB devices". 
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VII. REJECTIONS BASED ON PRIOR ART 

Claim Rejections - 35 USC ' 103 - Terasaki and Assour 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. Claims 1-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Terasaki et al. (US Patent Number 6,292,863) in view of Assour et al. (US Patent 
Number 6,434,648), in so for as they are clear in light of the 35 U.S.C. 112, 2 nd 
paragraph rejections supra. 

21 . As per Claim 1 . Terasaki discloses a controller with small memory card interface 
switch USB interface, the controller at least comprise 

a small memory interface (pc card physical layer interface 42, figure 4) 
connecting with small memory card electric interface (PC card interface, column 
6 lines 42-43) in information appliances (portable PC, column 6 line 40), 

an electric interface (PC card interface, column 6 line 47) for imitating 
(column 6 lines 35-38) standard small memory card, 

microprocessor (flash controller 46, figure 4) of instruction group and 
communication protocol (predetermined function, column 6 line 34) and 

an USB interface (USB physical interface 43, figure 4) for connecting with 
USB memory device (desktop PC, column 6 lines 56-57); 



Application/Control Number: 10/691 ,639 Page 7 

Art Unit: 2185 

Terasaki does not disclose the controller enabling the small memory card 
interface in information appliances to access the pocket disk and relative memory 
device connecting with USB interface by proper transfer mechanism. 

Assour discloses the controller (controller 16, figure 1) enabling (column 2 lines 
14-19) the small memory card interface (parallel interface 14, figure 1) in information 
appliances (external host computer, column 2 lines 17-18) to access (column 2 lines 15- 
16) the pocket disk (external memory card, column 2 line 15) and relative memory 
device connecting with memory device interface (serial I/O port 12, figure 1) by proper 
transfer mechanism. 

Terasaki and Assour are analogous art in that they deal with PCMCIA cards with 
a plurality of interfaces. Terasaki discloses that the USB and PC card interfaces are 
attached to a multiplexer (multiplexer 21, figure 2) which is then connected to the flash 
controller (column 9 lines 8-29), allowing either the USB interface to connect to the 
controller (bus 106 and bus 1 10) or the PC card interface to connect to the controller 
(bus 106 and bus 108). For information to move from one interface to the other, it would 
first have to be copied to memory (flash memory 41-3, figure 4). It would have been 
obvious to one with ordinary skill in the art at the time of the invention to modify 
Terasaki's memory card to add Assour's controller (control 16, figure 1) to enable 
communication through the device. 

The motivation for doing so would have been to allow the host computer to 
communicate to a non-PCMCIA external memory card through the existing PCMCIA 
memory card (Assour, column 9 line 64 through column 10 line 3). Additionally, 
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Terasaki discloses that USB is rapidly becoming a de-facto standard (column 7 lines 40- 
43). 

Therefore, it would have been obvious to combine Terasaki's memory card with 
Assour's cross-card communication for the benefit of reading USB memory devices 
through a PCMCIA interface to obtain the invention of Claim 1. 

22. As per Claim 2 , Terasaki and Assour disclose a controller with small memory 
card interface switch USB interface as claimed in claim 1, wherein 

data transfer buffer area (Terasaki, flash memory 41-3, figure 4) being 
disposed between (Terasaki, see figure 4) small memory card interface and USB 
interface to provide small memory card interface and USB interface with data 
transmission (Assour, column 2 lines 15-16). 

23. As per Claim 3 , Terasaki and Assour disclose a controller with small memory 
card interface switch USB interface as claimed in claim 1, wherein 

conversion controller therein provided with program card memory (Assour, 
ROM 15, figure 1) to storage the controlling program (Assour, program, column 4 
line 59) of controlling microprocessor (Assour, controller 16, figure 1) to simulate 
small memory card, access date (Assour, column 11, lines 44-46), and access 
control program (Assour, column 4 lines 13-16) of USB interface storage device. 

24. As per Claim 4 , Terasaki and Assour disclose a controller with small memory 
card interface switch USB interface as claimed in claim 1 , wherein 
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the conversion controller therein provided with electric power manage 
circuit (power source control circuit, column 5 line 54) and/or PLL oscillator circuit 
to maintain the normal operation of conversion controller. 
The phrasing "and/or" is interpreted to require either the limitation the limitation 

that immediately precedes it ("electric power manage circuit') or the limitation 

immediately following it ("PLL oscillator circuit) or both. 

25. As per Claim 5 , Terasaki and Assour disclose a controller with small memory 
card interface switch USB interface as claimed in claim 1, 

wherein conversion controller therein provided with external memory 
interface (Terasaki bus C connection to flash memories 41-1 and 41-2, figure 4) 
to increase external memory (flash memories 41-2 and 41-2), to increase the 
capacity of buffer area and used for data transfer buffer area. 
6. As per Claim 6 , Terasaki and Assour disclose a controller with small memory 
card interface switch USB interface as claimed in claim 1, wherein 

USB storage device is silicon disk machine/hard silicon disk 
machine/disk/diskette machine (Terasaki, desktop PC, column 6 lines 56-57). 

26. As per Claim 7 , Terasaki and Assour disclose a controller with small memory 
card interface switch USB interface as claimed in claim 1, wherein 

the conversion controller maybe in-build (Terasaki, interpreted as 'built in', 
see figure 4) in similar small memory card, the similar CF card being provided on 
one side thereof a small memory card interface (Terasaki, PC card physical layer 
interface 42, figure 4) to electrically connect with small memory card electric 
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interface (PC card interface, column 6 lines 42-43) of information appliances 
(portable PC, column 6 line 40), and 

in interior thereof circuit board (Terasaki, bus A, figure 4) to electrically 
connect with conversion controller (Terasaki, flashcontroller 46 with PCMCIA 
ATA interface 45 and IDE interface 47, figure 4) and said small memory card 
interface (Terasaki, PC card physical layer interface 42, figure 4), the USB 
interface (Terasaki, USB physical interface 43, figure 4) used for connecting 
(Terasaki, column 6 lines 49-51) with pocket disk [Thumbdrives] and/or relative 
storage device (Terasaki, desktop PC, column 6 lines 56-57) with USB interface, 
so by the conversion device enable (Assour, column 2 lines 14-19) small memory 
card electric interface of information appliances conversion to access (Assour, 
column 2 lines 15-16) to USB pocket disk and USB relative storage device. 
As per the 35 U.S.C. 1 12 2 nd rejection of Claim 7 above, the limitation starting 

"the conversion controller maybe in-build ../'has been interpreted by the examiner as 

"the conversion controller is in-build". 

27. As per Claim 8 , Terasaki and Assour disclose a controller with small memory 
card interface switch USB interface as claimed in claim 7, wherein 

the similar memory card may be CF card, SD card, MMC card, MS card 

and small memory card (Terasaki, column 1 lines 24-32 and card 40, figure 4) 

with controller (Terasaki, flash controller, figure 4). 
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The Examiner notes that the phrasing "may be" does not require the similar 
memory card to be any of the listed types. However, examiner interprets this limitation 
as other embodiments of the PC card, as disclosed by Terasaki (column 2 lines 7-36). 

28. As per Claim 9 , Terasaki and Assour disclose a controller with small memory 
card interface switch USB interface as claimed in claim 1, wherein 

USB interface (Terasaki, USB physical interface 43, figure 4) of similar 
memory card (Terasaki, element 40, figure 4) is in-build (Terasaki, interpreted as 
built in, column 6 lines 49-59 and figure 4) and USB style with cable (Terasaki, 
interpreted as connects with USB devices, column 6 lines 1-2). 

29. As per Claim 10 , Terasaki and Assour disclose a controller with small memory 
card interface switch USB interface as claimed in claim 2, wherein 

conversion controller therein provided with program card memory (Assour, 
ROM 15, figure 1) to storage the controlling program (Assour, program, column 4 
line 59) of controlling microprocessor (Assour, controller 16, figure 1) to simulate 
small memory card, access date (Assour, column 11, lines 44-46), and access 
control program (Assour, column 4 lines 13-16) of USB interface storage device. 

30. As per Claim 11 , Terasaki and Assour disclose a controller with small memory 
card interface switch USB interface as claimed in claim 2, wherein 

the conversion controller therein provided with electric power manage 
circuit (Terasaki power source control circuit, column 5 line 54) and/or PLL 
oscillator circuit to maintain the normal operation of conversion controller. 
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VIII. RELEVANT ART CITED BY THE EXAMINER 

31 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Aronson et al. (US Patent Number 6, 128,673) discloses a method for converting 
from one digital protocol to another. 

Silverman et al. (US Patent Number 6,370,603) discloses a controller for 
converting from USB to Ethernet. 

Yao (US Patent Numbers 6,385,677 and 6,658,516) discloses a USB adapter 
with a memory card interface. 

Sarat (US Patent Number 6,581, 122) discloses a smart card with a USB 
interface. 

Hsieh et al. (US Patent Number 6,761,313) discloses a memory card adapter 
with a memory card form factor. 

IX. CLOSING COMMENTS 

Conclusion 

a. STATUS OF CLAIMS IN THE APPLICATION 

32. The following is a summary of the treatment and status of all claims in the 
application as recommended by M.P.E.P. ' 707.07(i): 

a(4). CLAIMS REJECTED IN THE APPLICATION 

33. Per the instant office action, claims 1-1 1 have received a first action on the merits 
and are subject of a first action non-final. 
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b. DIRECTION OF FUTURE CORRESPONDENCES 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sam Dillon whose telephone number is 571- 272-8010. 
The examiner can normally be reached on 8:30-5:00. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Don Sparks can be reached on 571-272-4201 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



IMPORTANT NOTE 




Sam Dillon 
Examiner 
Art Unit 2185 



SAD 



